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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 
THE MAILING DATE OF THIS COMMUNICATION. 



. MONTH(S) FROM 



" f!T*Z "f7 maMAe Unde ' ^ Pr ° ViSi0nS ° f 37 CFR 11 36 <8) - 00 SVert ' hawm '"- ™Y » »° t-n-Hf filed after SIX (6) MONTHS from the 

mailing date of this communication. 

" I! I 0 ' ^ SlaSSthan thirtV t30 » a within tha statutory minimum <* thi *V (30) days will be considered timely 

- If NO penod for reply rs specify above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication 

- Failure to reply wrthm the set or extended period for reply will by statute, cause the application to become ABANDONED (35 U SC 5 1 33) 

- Any reply receded by the Office later than three months after the mailing date of this communication, even rf timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 



1 ) K Responsive to communication(s) filed on Nov 4, 2002 

2a) □ This action is FINAL. 2b) K This action is non-final. 

3)D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 
Disposition of Claims 

41 K Claim,Sl __ is/are pending in the app , ication . 

4a) Of the above, claim(s) 27^9 is/are withdrawn from consideration . 

5)D Claim(s > is/are allowed. 

. . . is/are rejected. 

~ . is/are objected to. 



6) 53 Claim(s) 9-26 and 30-52 

7) D Claim(s)_^ 

8) D Claims 



_ are subject to restriction and/or election requirement. 



. is/are a) □ accepted or b)D objected to by the Examiner. 



Application Papers 

9)D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on 
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

1 2) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D AN b)D Some* c)D None of: 

1 . □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. 



3. □ Copies of the certified copies of the priority documents have been received in this National Staqe 
application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 
a)D The translation of the foreign language provisional application has been received. 

15) |xl Acknowledgement is made of a claim for domestic priority under 35 U.S.C. §§120 and/or 121. 

Attachment(s) 

1) $ Notice of References Cited (PT0-892) 4) Q Interview Summary (PT0-413) Paper No (si. 

2) □ Notice of Dreftsperson's Patent Drawing Review (PTO-948) 5 | Q Notice of Informal Patent Application (PTO-1 52) 

3) Information Disclosure Statement(s) (PTO-1 449) Paper No(s). 4 6) Q 
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Claims 1-8 have been canceled. Claims 9-52 are at issue and 
are present for examination. 

Applicant's election with traverse of Group I, Claims 9-26 
and 30-52 in Paper No. 9 is acknowledged. The traversal is on 
the ground (s) that there would be no burden of search for the 
coexamination of both groups simultaneously. This is not found 
persuasive because while the search necessary for examination of 
the two groups overlaps it is not coextensive, examination of 
Group II would require search of subclasses unnecessary for the 
search of Group I, for example 424/94.5 and 435/97. 

The requirement is still deemed proper and is therefore made 
FINAL. 

Claims 27-29 are withdrawn from further consideration 
pursuant to 37 CFR 1.142(b), as being drawn to a nonelected 
invention, there being no allowable generic or linking claim. 
Applicant timely traversed the restriction (election) requirement 
in Paper No. 9. 

Applicant is advised that should claims 10, 13, and 17 be 
found allowable, claims 19, 23, and 26 respectively will be 
objected to under 37 CFR 1.75 as being a substantial duplicate 
thereof. When two claims in an application are duplicates or 
else are so close in content that they both cover the same thing, 
despite a slight difference in wording, it is proper after 
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allowing one claim to object to the other as being a substantial 
duplicate of the allowed claim. See MPEP § 706. 03 (k). Each of 
Claims 10 and 19 encompass nucleic acids comprising SEQ ID NO: 3, 
Claims 13 and 23 encompass vectors comprising SEQ ID NO: 3, and 
Claims 17 and 26 encompass host cells transformed with vectors 
comprising SEQ ID NO: 3. 

Claims 36, 41, 46 and 51 are rejected under 35 U.S.C. 112, 
first paragraph, as containing subject matter which was not 
described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor (s), 
at the time the application was filed, had possession of the 
claimed invention. 

The recitation of the minimal catalytic domain of the 
galactosyltransf erase of SEQ ID NO: 4 as amino acids 43-361 in 
these claims lacks support in the application as filed. The 
specification discloses the minimal catalytic domain of the 
galactosyltransferase of SEQ ID N0:4 as amino acids 63-394. 

The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country or 
patented or described in a printed publication in this or a foreign 
country, before the invention thereof by the applicant for a patent 
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Claims 9-26 and 30-52 are rejected under 35 U.S.C. 102(a) as 
being anticipated by Larsen et al . 

Larsen et al . teach a murine nucleic acid identical to SEQ 
ID NO: 3 which encodes SEQ ID NO.-4, and the cloning and expression 
of this nucleic acid to produce the encoded protein and a Protein 
A fusion to amino acids 63-394 encoding the minimal catalytic 
domain of this galactosyltransf erase . 

The prior art made of record and not relied upon is 
considered pertinent to applicant's disclosure.' 

Joziasse et al . disclose a bovine nucleic acid encoding an 
or-1, 3 -galactosyltransf erase with substantial homology to SEQ ID 
N0:4. However, as the encoded proteins have only 72% identity, 
it is not expected that the nucleic acid disclosed by Joziasse et 
al. will hybridize to the nucleic acid of SEQ ID NO: 3 under the 
high stringency conditions of Claims 33, 38, and 43. 



Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Rebecca 
Prouty, Ph.D. whose telephone number is (703) 3 08-4 000. The 
^ xaminer can normally be reached on Monday-Friday from 8:30 to 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Ponnathapu Achutamurthy, 
can be reached at (703) 308-3804. The fax phone number for this 
Group is (703) 308-4242. 
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Any inquiry of a general nature or relating to the status of 
this application or proceeding should be directed to the Group 
receptionist whose telephone number is (703) 308-0196. 




Primary Examiner 
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